Appl. No. 10/067,186 

Amdt. dated August 24, 2005 

Reply to Office Action of May 24, 2005 

REMARKS 

This Response to Office action is submitted in response to the Office Action dated May 
24, 2005. In the Office Action, the Examiner rejected claims 1 -4 under 35 U.S.C. 1 02(e) as 
being anticipated by any one the newly introduced references Smithies et al. (6,872,233 B2), 
Smithies (2003/0140606 A1) and Smithies et al. (2005/0091947 A1). According to the 
Examiner, any one of Smithies references teaches a vacuum cleaner bag having a first layer 
that includes an expanded polytetrafluoroethylene membrane and one substrate layer which 
comprises natural fibers such as cellulose material or spunbond or synthetic fibers. However, 
with all due respect to the Examiner, two of the Smithies references (6,872,233 B2 and 
2003/0140606 A1 ) have a filing date of January 31 , 2002 and the other Smithies reference 
(2005/0091 947 A1 ) claims priority to the 6,872,233 B2 reference. Applicant filed the instant 
application on February 4, 2002 but can establish a date of conception at least as early as 
February 9, 2000 as evidenced bytheunsworn copyofthe affidavit of inventor David P. Parks 
(Exhibit A) submitted under 35 U.S.C. 1.131. As of the time of the filing of the instant 
Response to Office Action, David P. Parks was not available for executing the affidavit so the 
Response to Office Action will be supplemented later with a sworn copy of said affidavit. 
Thus, applicant has properly sworn behind each of the Smithies references and the rejection 
of claims 1-4 under 35 U.S.C. 102(e) must be withdrawn. 

The Examiner also rejected claims 1-34 under 35 U.S.C. 1 02(a) based upon a public 
use or sale of the invention, since according to the Examiner, the invention was known or used 
by others in this country. The Examiner cites applicant's Exhibit C from applicant's Response 
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to Final Office Action dated October 26, 2005 where the Examiner states that applicant 
apparently had a commercial version of the ePTFE layer of the disposable filtration bag 
labeled "Kenmore" part no. 20-50690. However, with all due respect to the Examiner, 35 

U.S.C. 1 02(a) states that: A person shall be entitled to a patent unless the invention was 

known or used by others in this country, or patented or described in a printed publication in 
this or a foreign country, before the invention thereof by the applicant for patent. The date of 
public use or sale of the Kenmore the disposable filtration bag made with a layer of ePTFE 
and labeled as "Kenmore" part no. 20-50690 was approximately September 20, 2004 when 
a sample was purchased by Hoover employee James Katusin as attested to in the affidavit 
labeled as Exhibit B in the Response to Office Action dated October 26, 2004. The date of 
conception of the instant ePTFE filtration bag was at least February 9, 2000 and even the 
filing date of the instant application of February 4, 2002 is before the approximate public use 
or sale date of September 20, 2004. Thus, 35 U.S.C. 1 02(a) is not available as a statutory 
bar to the allowance of the instant application and the rejection of claims 1-34 must be 
withdrawn. 

The Examiner rejected claims 5-11,13,14 and 1 6-34 under 35 U.S.C. 1 03(a) as being 
unpatentable over Gianetti et al. (6,334,881 B1), as applied supra, in view of any one of 
Requejo et al. (5,090,975), Zhang (6,1 56,086) and Bosses (5,080,702), and in further view 
of Maeoka et al. (6,030,484 and Wnenchak et al. (6,1 1 0,243). According to the Examiner, 
any one of Requejo et al, Zhang and Bosses discloses a filtration bag for a floor care 
appliance comprising a closed receptacle for collecting dirt particles having an inlet opening 
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for allowing a dirt laden airstream to enter. Further, according to the Examiner, Requejo et al 
discloses the bag comprising cellulose or synthetic fibers such as polyolefin, and the front 
panel portion and bottom panel portion sealed together by folding and an adhesive by 
mechanical means such as sewing or by thermal bonding. Yet even further, according to the 
Examiner, Zhang discloses the filter bag comprising polyolefin and the sidewalls of bag are 
joined by seams via thermal bonding method . Still even further, according to the Examiner, 
Bosses discloses the filter bag can be made out ofwood paper, hemp paperoranyotherfilter 
paperorfabricwell-knownintheart. Bosses further discloses a vacuum cleaner comprising 
a suction nozzle, a motor fan assembly and a filtration bag. Either Requejo et al. or Zhang 
discloses a method of making a filtration bag comprising the steps of providing a sheet of 
composite material, folding a sheet of composite material, sealing together respective edges 
by a seam, and providing an aperture in a front sidewall of the receptacle wherein a dirt laden 
airstream enters. Both Maeoka etal. and Wnenchaketal. discloses an air filter comprising 
a laminate of non woven fabric made of polyolefin or polyester fibers or a composite of the non 
woven fabrics and a ePTFE porous film. The Examiner reasons that it would have been 
obvious to a person having ordinary skill in the art at the time the invention was made to 
modify the filtration bag of Gianetti et al or George et al. with a filtration bag as taught by any 
one of Requejo et al. , Zhang, and Bosses with a layer of PTFE film as taught by either Maeoka 
etal. or Wnenchaketal. since PTFE is well known in the art that filter media made from a thin 
membrane of ePTFE, which is particularly light weight and flexible, air flow through the filter 
element is very high relative to the conventional laminated materials and, accordingly, very low 
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energies are required to dislodge the collect dirt from its surface. 

However, with all due respect to the Examiner, as applicant has previously argued in 
the Response to Office Action dated February 8, 2005 which is incorporated by reference fully 
herein, there is no teaching or suggestion in any of the cited references to modify the filtration 
bag of either Gianetti et al or George et al. with a filtration bag as taught by any one of 
Requejo et al., Zhang, and Bosses with a layer of PTFE film as taught by either Maeoka et al. 
or Wnenchak et al. as is required for a rejection under 35 U.S.C. 103(a). Applicant would 
again like to state for the record for the purposes of appeal that the instant filtration bag is a 
disposable filtration bag that has not heretofore been reduced to practice nor taught in any of 
the cited references. The filtration bag being disposable is a critical feature since 
conventional disposable filtration bags made from other materials has been a standard in the 
industry for a very long time. The instant disposable filtration bag is a replacement for the 
conventional disposable filtration bag but with the improved filtration characteristics of the 
expanded polytetrafluoroethylene. Applicant claims he is entitled to priority since he was the 
first to conceive and reduce to practice a working disposable filtration bag made from a layer 
of the expanded polytetrafluoroethylene having a HEPA rating and which can be mass 
produced at a price point that is both cost effective and appealing to the consumer. Applicant 
spent a considerable amount of time and resources to develop the instant filtration bag to 
overcome many of the inherent difficulties in producing such a bag considering the fragile 
nature of the expanded polytetrafluoroethylene membrane, especially during the manufacturing 
process when the ePTFE layer is most vulnerable. Thus, applicant submits that the rejection 
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of claims 5-11,1 3, 14 and 16-34 under 35 U.S.C. 1 03(a) as being unpatentable over Gianetti 
et al. (6,334,881 B1), as applied supra, in view of any one of Requejo et al. (5,090,975), 
Zhang (6,1 56,086) and Bosses (5,080,702), and in further view of Maeoka et al. (6,030,484 
and Wnenchak et al. (6,1 10,243) was improper and must be withdrawn. 

The Examiner has stated that the recitation "disposable" has not been given patentable 
weight because the recitation occurs in the preamble. According to the Examiner, the 
preamble is generally not accorded any patentable weight where it merely recites the 
purposes of a process or the intended use of a structure, and where the body of the claim 
does not depend on the preamble for completeness but, instead, the process or structural 
limitations are able to stand alone. See In re Hirao . 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie . 187 F. 2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). The 
Examiner does not specify which claims to which this reasoning is applies to but assumes it 
is claims 1 -24 and claims 27-32 since claims 25, 26 and 33 claim a disposable filtration bag 
in the body of the claim. With all due respect to the Examiner, applicant disagrees that the 
recitation of "disposable" in the preamble merely recites the purpose or the intended use of 
the structure, in this case, a disposable filtration bag. The remaining structural limitations in 
the claim do not stand on their own without the preamble and specifically the recitation 
"disposable." Applicant insists that without the preamble these claims are meaningless. If the 
claim cannot be read independently of the preamble and the preamble must be read to give 
meaning to the claim or is essential to point out the invention, it constitutes a limitation upon 
the claim. See Martson v. J.C. Pennev Co.. Inc. . 148 USPQ 25. Thus, the rejection of the 
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claims, at least for these reasons, must be withdrawn. 

In addition, claims 35-64 were added which are essentially claims 1 -24, 20-24 and 27- 
32 rewritten in Jepson format. The form of the claim itself, the so called Jepson form, 
suggests the structural importance of the recitations found in the preamble. Rowe v. Dror . 1 2 
F. 3d 473, 479, 42 USPQ2d 1 550, 1 553 (Fed. Cir. 1 997). Thus, the newly added claims 35- 
64 are also allowable. 

Finally, applicant has amended claims 31 and 32 to depend from claim 30 instead of 
claim 29. Claim 30 is the proper base claim for claims 31 and 32 not claim 29. 

It is believed that above amendment places the present application in condition for 
allowance. Therefore, it is respectfully requested that this application be examined and an 
appropriate office action be issued. 

RESPECTFULLY SUBMITTED 
PARKS 



The Hoover Company 
101 East Maple Street 
North Canton, OH 44720 
Telephone: (330) 499-9200, Ext. 2930 
Facsimile: (330) 497-5004 





By: Michael J. Corrigan 
Reg. No.: 42,440 
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